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The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 1-29 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for failing 
to particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. 

A) In claims 1, 28,'improve(ing)' is subjective and unclear, 'change' is suggested. Similarly, 
'discolored' is unclear- see also claims 2, 3, etc. In claims 24-27, 'fancy' is subjective and 
unclear. 

B) In claim 1 c, given that the graphite-stable region encompasses room temperature and 
atmospheric pressure, 'elevated' is unclear as to the basis for comparison. 

C) In claim 3, 'with platelets' is unclear as to how the platelets relate to the diamond structure. 

D) The recitation of colors is potentially unclear, in view of colorblindness, etc. Note that the 
difference between claims 8 and 9 (26 and 27) is not entirely clear. 

E) Claims 24 and 25 are duplicates. 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action. 

A person shall be entitled to a patent unless - 

JUS J Venti0n , ^ Pa ^! Bd 01 deSCribed * a Pdnted P ublication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in tiae United States 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

( ltn1m^l n ft. be ^ ed J h0U 8 h "nation » not identically disclosed or described as set forth in 
■ S Z ^ * ' 5 dlffi f ences betwe en the subject matter sought to be patented and the prior art are 
Zl^ ^ Subj ^, ma " er as a wh ° Ie would ^ve been obvious at the time the invention was made to a person 
having oromary stall in the art to which said subject matter pertams. Patentab.lity shall not be negatived by fee 
manner in which the invention was made. y 


. Application/Control Number: 10/069,362 p age 
Art Unit: 1754 

Claims 23-27 and 29 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Satoh et al. 4959201. 

Satoh describes in the examples a yellow diamond whose color is altered to green. Although no 
color photographs are available, it appears that if the conversion of the nitrogen centers is 
incomplete, a residual yellow would be present. Alternately, someone with impaired color 
perception would or could deem the color to be yellow green or green/yellow. 

Where the examiner has found a substantially similar product as in the applied prior art 
the burden of proof is shifted to the applicant to establish that their product is patentably distinct 
not the examiner to show that the same process of making, see In re Brown, 173 U.S.P.Q 685, 
and In re Fessmann, 180 U.S.P.Q. 324. 

Claims 23-27 and 29 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Harlow book. 

Page 24 depicts in color green-yellow diamonds. Although the process is not discussed, the 
rejected claims are product claims, indistinguishable from the products shown-Brown and 
Fessmann supra. 

Claims 23-27 and 29 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Strong et al. 4124690. 
Strong teaches in column 2 the existence of yellow/green diamonds. Although the process steps 
are not taught, the diamond is deemed to be the same as claimed-Brown and Fessmann, supra. 


Claims 1-29 are rejected under 35 U.S.C. 103(a) as being unpatentable over Strong et al. 
'690, alone or taken with Wentorf, Jr. 3609818. 
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Strong teaches in columns 4-6 treating a Type lb by annealing at elevated temperature and 
pressure in a press, resulting in a change of color. This differs from the claims only in not 
reciting a pressure-transmitting pill encasing the diamond, however Strong teaches placing 
graphite around the diamond. This is deemed to render the use of a pill as obvious, in order to 
gain the benefits recited in column 4. Therefore, it is deemed that the diamond is inside a pill- 
especially after the pressing starts and compacts the graphite powder. 

In so far as Strong does not teach or form a pill, or that the claims require the presence of a pill 
prior to insertion into the apparatus, Wentorf teaches in column 4 the use of talc (which contains 
MgO) or salt as a pressure-transmitting medium. Using talc in the process of Strong is an 
obvious expedient to attain uniform pressure on the diamond being treated and prevent 
inhomogeneous pressure and corresponding defects. 

Concerning the various dependent claims, treating diamonds have a particular type, N content 
or platelets is an obvious expedient to make a more valuable material, as is repeating the 
treatment for improved effect. 

Claims 1-16, 19-29 are rejected under 35 U.S.C. 103(a) as being unpatentable over Cannon 
3134739. 

Cannon teaches in column 2-4 placing colored diamond and graphite filler into a press and 
treating under HP/HT, with a resulting change in color. As the diamonds are yellow, it appears 
they are Type 1 A; if not, using the claimed type is an obvious expedient to treat an available 
diamond. Cannon does not describe the use of a pill, forming the graphite/diamond charge into a 
pill is an obvious expedient to avoid air pockets which would interfere with the pressure 
transmission or diffusion of the Al. Repeating the process is an obvious expedient to attain the 
desired effect. 
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This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S. C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U S C 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a) 


Any inquiry concerning this communication should be directed to examiner Hendrickson 
at telephone number (703) 308-2539. 



Stuart Hendrickson 
examiner Art Unit 1754 


